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1. Restriction to one of the following inventions is required 
under 35 U.S. C. 121: 

I. Claims 1-6 and 8-10, drawn to an apparatus for flame- 
perforating film, classified in class 425, subclass 
290. 

II. Claims 12-29, drawn to a method of flame-perforating 
film, classified in class 264, subclass 80. 

2. Inventions Group II and Group I are related as process and 
apparatus for its practice. The inventions are distinct if it 
can be shown that either: (1) the process as claimed can be 
practiced by another materially different apparatus or by hand, 
or (2) the apparatus as claimed can be used to practice another 
and materially different process. MPEP § 806.05(e). In this 
case the process as claimed can be practiced by another and 
materially different apparatus such as an apparatus wherein the 
support surface and the burner are supported in an opposed 
relationship by separate and independent frames rather than by a 
single frame as required in the apparatus claims. 
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3 . Because these inventions are distinct for the reasons given 
above and have acquired a separate status in the art as shown by 
their different classification, restriction for examination 
purposes as indicated is proper. 

4. During a telephone conversation with Scott Bardell on 14 
September 2 005 a provisional election was made without traverse 
to prosecute the invention of Group I, claims 1-6 and 8-10, 
Affirmation of this election must be made by applicant in 
replying to this Office action. Claims 12-29 are withdrawn from 
further consideration by the examiner, 37 CFR 1.142(b), as being 
drawn to a non- elected invention. 

5. Applicant is reminded that upon the cancellation of claims 
to a non-elected invention, the inventorship must be amended in 
compliance with 37 CFR 1.48(b) if one or more of the currently 
named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must 
be accompanied by a request under 37 CFR 1.48(b) and by the fee 
required under 3 7 CFR 1.17(i). 

6. Claim 8 is objected as it begins by reciting u [t]he method 
of claim 6..." This appears to be a typographical error as 
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claim 6 is an apparatus claim, and it is readily apparent that 
claim 8 is aimed at further defining apparatus features . The 
claim language therefore needs to be amended to clarify that an 
apparatus being defined. Appropriate clarification is required. 

7. The nonstatutory double patenting rejection is based on a 
judicially created doctrine grounded in public policy (a policy 
reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by 
a patent and to prevent possible harassment by multiple 
assignees. See In re Goodman , 11 F.3d 1046, 29 USPQ2d 2010 
(Fed. Cir. 1993); In re Longi , 759 F.2d 887, 225 USPQ 645 (Fed. 
Cir. 1985); In re Van Ornum , 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel , 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and 
In re Thorington , 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 
CFR 1.321(c) may be used to overcome an actual or provisional 
rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be 
commonly owned with this application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent 
of record may sign a terminal disclaimer. A terminal disclaimer 
signed by the assignee must fully comply with 37 CFR 3.73(b) . 
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8. Claims 1-6 and 8-10 are provisionally rejected under the 
judicially created doctrine of obviousness -type double patenting 
as being unpatentable over claims 1-11 of copending Application 
No. 10/267,538 (hereinafter "App. x 538") in view of GB 783,664 
(hereinafter "GB x 664"). 

The claims of App. '538 define an apparatus with all of the 
features defined in the apparatus claims of the instant 
application except for a oxygen-enrichment system being 
connected to the burner pipe- As described below, however, GB 
x 664 suggests the use of an oxygen -enrichment system in' the 
preparation of thermoplastic films. Thus, it would have been 
obvious to one of ordinary skill in the art at the time of 
Applicant's invention to have modified the apparatus defined in 
the claims of App. x 538 to further comprise an oxygen -enrichment 
system. 

This is a provisional obviousness -type double patenting 
rejection. 

9. The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 
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(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 



10. The factual inquiries set forth in Graham v. John Deere 
Co. , 383 U.S. 1, 148 USPQ 459 (1966), that are applied for 
establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and 
the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent 
art . 

4. Considering objective evidence present in the 
application indicating obviousness or nonobviousness . 



11. This application currently names joint inventors. In 
considering patentability of the claims under 35 U.S.C. 103(a), 
the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered 
therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1.56 to 
point out the inventor and invention dates of each claim that 
was not commonly owned at the time a later invention was made in 



order for the examiner to consider the applicability of 35 
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U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior 
art under 35 U.S.C. 103(a). 

12. Claims 1-3, 9, and 10 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over GB *664 in view of GB 1,031,040 

(hereinafter "GB x 040"). 

GB x 664 discloses an apparatus for the treatment of 
polyethylene films. The apparatus comprises a backing roll (14) 
with a support surface for the polyethylene film (11) to be 
processed. A burner pipe and burner-torch (21) is provided 
opposite the support surface, with the burner providing a flame 

(19) to contact the film (see Fig. 1). GB x 664 notes that the 
fuel for the burner-torch is a oxygen-fuel gas mixture in order 
to produce the flame (p. 2, 11. 9-15 and p. 2, 1. 64 -p. 3, 1. 
69) . In order to make the oxygen gas mixture, the apparatus 
must inherently have an oxygen- enrichment system connected to 
the burner pipe of the apparatus. 

GB x 664 does not disclose the support surface to include a 
plurality of lowered portions. GB x 664 also does not disclose a 
frame to support the elements of the apparatus, nor an air 
applicator for blowing air onto the support surface. 

GB x 040 discloses an apparatus for the processing of 
thermoplastic sheets and films, including polyethylene type 
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films (see p. 2, 11. 26-44) . GB '040 provides the support 
surface (3 6) of the apparatus with a plurality of lowered 
portions (37) so that treatment of the film with the burner 
allows for perforations to be formed in the film (p. 1, 1. 36 - 
p. 2, 1. 53). GB '040 also discloses a frame for supporting the 
backing roll (34) , support surface (36) , and burner (14) of the 
apparatus (see Figs, 2,3, and 4 showing a common support 
structure for these elements). GB '040 further discloses an air 
applicator (15) attached to the frame for blowing air onto the 
support surface in order to cool the support surface (p. 2, 11. 
19-22) . 

It would have been obvious to one of ordinary skill in the 
art at the time of Applicant's invention to have modified the 
device disclosed GB '664 as such to made the support surface 
comprise a plurality of lowered portions because this would 
allow the treatment apparatus to form perforations in the film 
as suggested by GB '040. It also would have been obvious to one 
of ordinary skill in the art at the time of Applicant's 
invention to have modified the device disclosed by GB '664 as 
such to have a frame because this would have allowed for support 
of the various apparatus structure in relation to one another as 
suggested by GB '040. It further would have been obvious to one 
of ordinary skill in the art at the time of Applicant's 
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invention to have modified the apparatus disclosed by GB '664 to 
further comprise an air applicator attached to the frame for 
blowing air onto the support surface because this would have 
allowed for cooling of the support surface as suggested by GB 
'040. 

13. Claims 4-6 and 8 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over GB '664 modified by GB '040 as applied 
to claims 1-3, 9, and 10 above, and further in view of GB 
1,085,949 (previously made of record in the I.D.S. filed 21 
January 2005; hereinafter "GB '949"). 

GB '664 and GB '040 disclose and suggest the apparatus as 
described above. GB '664 and GB '040 do not disclose a preheat 
nip roll. 

GB '949 discloses an apparatus for the processing of 
thermoplastic films. The apparatus includes a support surface 
(5) and burner (9) supporting a flame (10). GB '949 further 
provides a heated nip roll (20) adjacent to the support surface, 
with the heated roll including an outer surface in order to heat 
the film prior to processing on the support surface by the 
burner (see p. 3, 11. 22-26 and Fig. 2) . 

It would have been obvious to one of ordinary skill in the 
art at the time of Applicant's invention to have modified the 
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apparatus disclosed and suggested by GB l 664 and GB '040 as such 
to have the apparatus further comprise a preheat nip roll 
adjacent to the support surface because this would have allow 
for preheating of the film prior to processing by burner on the 
support surface as suggested by GB *949. 

Claim 5 recites a limitation directed to the particular 
temperatures at which the nip roll is heated. This limitation 
is directed at a cause-effective variable within the process the 
apparatus structure is used for, or in other words, a variable 
that effects the processing of the film being processed in the 
apparatus. It is well settled that the determination of the 
optimum value of a cause effective variable is within the skill 
of one practicing the art. In re Boesch , 617 F.2d 272, 205 USPQ 
215 (CCPA 1980); In re Aller , 220 F.2d 454, 105 USPQ 233 (CCPA 
1955) . In the instant case, as the combination of GB '664, GB 
*040, and GB x 949 suggest an apparatus which comprises a means 
to heat the nip roll as well as a means to cool the support 
surface as described above, it would have been obvious to one of 
ordinary skill in the art to select the particular operating 
temperatures (such as is recited in claim 5) of the nip roll 
because this would have allowed for optimization of apparatus 
operation for the particular materials and conditions being 
used. 
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14. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Donald 
Heckenberg whose telephone number is (571) 272-1131- The 
examiner can normally be reached on Monday through Friday from 
9:30 A.M. to 6:00 P.M. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Duane Smith, can be 
reached at (571) 272-1166. The official fax phone number for 
the organization where this application or proceeding is 
assigned is (571) 273-8300. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications - 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see <<http://pair-direct.uspto.gov>>. Should you have questions 
on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at (866) 217-9197 (toll-free) . 
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